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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )K Responsive to communication(s) filed on 24 July 2006 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 
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4) ^ Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)IE1 The drawjng(s) filed on 20 July 2004 is/are: a)n accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Drawings 

1. The drawings are objected to as failing to comply with 37 CFR L84(p)(5) because they 
include the following reference character(s) not mentioned in the description: (figs. 1 and 2, #2). 

Corrected drawing sheets in compliance with 37 CFR L 121(d), or amendment to the 
specification to add the reference character(s) in the description in compliance with 37 CFR 
1.121(b) are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

2. Claims 1-15 are objected to because of the following informalities, which appear to be 
minor draft errors including grammatical and/or lack of antecedent basis problems. 

In the following format (location of objection; suggestion for correction), the following 
correction(s) may obviate the objection(s): (claim 1, line 18, "said means for moving"; inserting 
- -wherein- - before "said means"), (claim 1, lines 18-19; replacing "are capable to move" with - 
-moves- -), (claim 1, line 19, "the position"; replacing "the" vsdth - -a- -), (claim 2, lines 1-2, 
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"said means for moving said analytical unit"; inserting - -with respect to said base- - after 
"analytical unit"), (claim 4, line 2, "a x-ray source"; replacing "a" with - -an- -), (claim 5, lines 
1-2, "said means for moving said analytical unit"; inserting - -with respect to said base- - after 
"analytical unit"), (claim 10, line 1, "claim 98", deleting "«"), (claim 12, 3'^ to last line, "the 
position"; replacing "the" with - -a- -), (claim 12, 2"^ to last line, "the surface"; replacing "the" 
with - -a- -), and (claim 13, line 3, "the plane"; inserting - -symmetry- - before "plane"). 

Claims 2-11 and 13-15 are objected to by virtue of their dependency. For purposes of 
examination, the claims have been treated as such. Appropriate correction is required. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the' invention is not identically disclosed or described as set forth in 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-7 and 11-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Aslanov et al. (GB 2198920) in view of Kikuchi et al. (US 6072854). 

Regarding claims 1 and 12, Aslanov et al. discloses an apparatus and method comprising 
positioning a diffractometer (pg. 1, line 4) including a base (fig. 1, #1), an analytical unit 
supporting a source of a radiation beam (fig. 1, #5) having a coUimation axis (pg. 9, line 22) and 
a radiation beam detector having a reception axis (fig. 1, #6), said coUimation and reception axes 
converging at a centre (fig. 1, at S) of the diffiractometer, said centre of the diffractometer being 
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fixed (figs. 1-4, at S) with respect to said analytical unit, means for moving (fig. 1, via #4) said 
analytical unit with respect to said base (fig. 1, #1), means for rotating said source (fig. 1, via #7) 
and said radiation beam detector (fig. 1, via #8) around said centre (fig. 1, at S) of the 
diffractometer, so that said coiUmation axis and said reception axis are kept in .an equatorial 
plane (fig. 1, including points at #5, 6, and S), fixed with respect to said analytical unit (fig. 1), a 
support and movement structure (fig. 1, #3) supporting, said analytical unit, means for moving 
(fig. 1, via #4) said analytical unit with respect to said support and movement structure (fig. 1, 
#3) so that said analytical unit can rotate around an equatorial axis (fig. 1, axis defined by #5, 6, 
and S) contained in said equatorial plane and passing through said centre (fig, 1, at S) of the 
diffractometer, said means for moving (fig. 1, via #4) said analytical unit with respect to said 
support and movement structure (fig. 1, #3) permitting the rotation of the equatorial plane (figs. 
1-4) around said equatorial axis (fig. 1, axis defined by #5, 6, and S), without said support and 
movement structure changing its position (figs. 1-4, #3), and positioning the centre of the 
diffractometer on a point of a surface of an element to be analyzed (fig. 1 , S). 

However, Aslanov et al. fails to disclose wherein means for moving an analytical unit 
with respect to a base moves said analytical unit to change a position of an equatorial axis with 
respect to said base. 

Kikuchi et al. teaches wherein means for moving (figs. 1 and 3, double arrow at #46) an 
analytical unit with respect to a base (fig. 3, #28) moves said analytical unit to change a position 
of an equatorial axis (fig. 3, axis perpendicular to #49) with respect to said base (fig. 3, #28). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to include the apparatus and method of Aslanov et al. v^dth the means for 
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moving of Kikuchi et al., since one would be motivated to make such a modification for better 
aligning the analytical unit (abstract, lines 10-12) to inspect a region of interest without having to 
cut-off test pieces (col. 2, lines 1-4) as implied from Kikuchi et al. 

4. Regarding claim 2, Aslanov et al. further discloses wherein said means for moving (fig. 
1, via #4) said analytical unit with respect to said base (fig. 1, #3) enables rotation of said 
analytical unit around an axis perpendicular to said equatorial axis (figs. 1-4). 

5. Regarding claim 3, Aslanov et al. further discloses wherein said source is a source of 
electromagnetic radiation (pg. 7, line 13), acoustic radiation, or radiation consisting of particle 
beams and said detector is a detector of electromagnetic radiation (pg. 7, lines 13-14), acoustic 
radiation, or radiation consisting of particle beams. 

6. Regarding claims 4 and 14, Aslanov et al. further discloses wherein said source is an x- 
ray source and said detector is an x-ray detector (pg. 7, lines 13-14). 

7. Regarding claim 5, Kikuchi et al. fiirther teaches wherein said means for moving (fig. 3, 
#46) said analytical unit with respect to said base (fig. 3, #28) permit to change a position of said 
centre of the diffractometer (fig. 3, at #49) by rotation or translation (fig. 3, double arrow at #46) 
of said analytical unit. 
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8. Regarding claim 6, Aslanov et al. further discloses wherein said equatorial axis (fig. 1, 
axis defined by #5, 6, and S) is perpendicular to a symmetry plane (fig. 1, xy plane) of said 
analytical unit. 

9. Regarding claim 7, Aslanov et al. further discloses wherein said rotation (fig. 1, via #4) 
around said equatorial axis (fig. 1, axis defined by #5, 6, and S) is along an arc of at least 10' 
(fig. 4). 

10. Regarding claim 11, Aslanov et al. further discloses wherein said analytical unit is 
formed as a circular arc (fig. 4, arc defined by o)/20). 

11. Regarding claim 13, Aslanov et al. further discloses wherein said analytical unit has a 
symmetry plane (fig. 1, plane parallel to plane defined by #4 via rotation) and the symmetry 
plane is placed perpendicularly to the surface of the element to be analyzed (fig. 1, S) at the point 
coincident with the centre of the diffractometer. 

12. Regarding claim 15, Aslanov et al. further discloses wherein the element to be analyzed 
(figs. 1-4, S) is not mechanically linked to the diffractometer. 

13. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aslanov et al. and 
Kikuchi et al. as applied to claim 3 above, and further in view of Koblenz (US 2843749). 

Aslanov et al. as modified above suggests the apparatus as recited above. 
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However, Aslanov et al. fails to disclose wherein a detector is a proportional ionization 
counter. 

Koblenz teaches wherein a detector (fig. 4, #5) is a proportional ionization counter (col. 
3, lines 28-30). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to include the apparatus of Aslanov et al. as modified above with the 
counter of Koblenz, since one would have been motivated to make such a modification for 
improving the signal-to-noise ratio (col. 2, lines 3-9) as implied by Koblenz. 

14. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Aslanov 
et al. and Kikuchi et al. as applied to claim 1 above, and further in view of Fink et al. (US 
5359640). 

15. Regarding claim 9, Aslanov et al. as modified above suggests the apparatus as recited 
above. 

However, Aslanov et al. fails to disclose a pointing device placed on an analytical unit for 
positioning said analytical unit with respect to an element to be analyzed. 

Fink et al. teaches a pointing device (fig. 1, A) placed on an analytical imit (fig. 1) for 
positioning the analytical unit with respect to an element (title and fig. 1, P) to be analyzed. 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to include the apparatus of Aslanov et al. as modified above with the 
pointing device of Fink et al., since one would have been motivated to make such a modification 
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for providing more reliable positioning of the focal spot of the x-ray on the sample (col. 
46-49) as implied from Fink et al. 

16. Regarding claim 10, Aslanov et al. as modified above suggests the apparatus as recited 
above. Fink et al. further teaches v^herein said pointing device comprises a laser (col. 2, line 56) 
and a telecamera (col. 2, line 63). 

However, Aslanov et al, fails to disclose two lasers. 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to include the apparatus of Aslanov et al. as modified above with two 
lasers, since mere duplication of the essential working parts of a device involves only routine 
skill in the art. One would have been motivated to make such a modification for more accurate 
positioning. 

Response to Arguments 

17. Applicant's arguments with respect to claims 1-15 have been considered but are moot in 
view of the new grovmd(s) of rejection. Applicant's argimients filed July 24, 2006, have been 
fiiUy considered but they are not persuasive. 

Regarding claim 10, in response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., dual-laser configuration indicating the correct positioning based upon the overlap of the two 
spots projected by the lasers along with their shape) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the specification 
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are not read into the claims. See In re Van Gems, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

In other words, although the dual-laser configuration with overlapping spots is not a mere 
duplication of the essential working parts of a device, the claim does not recite such features. On 
the other hand, the claim recitation of just two lasers is such an obvious modification of mere 
duplication. Therefore, applicant's arguments are not persuasive, and the prior art and respective 
rejection still applies. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated firom the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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19. Any inquiry concerning this communication or. earlier communications from the 
examiner should be directed to Chih-Cheng Glen Kao whose telephone number is (571) 272- 
2492. The examiner can normally be reached on M - F (9 am to 5 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ed Glick can be reached on (571) 272-2490. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





